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Jill Robb Ackerman and Victoria H Finley of Baird, Holm
McEachen, Pedersen, Hanann & Strashei m LLP for Pi nnacl e
Bancorp, Inc.

Robert C ark, Trademark Exami ning Attorney, Law Ofice 108
(David Shal l ant, Managi ng Attorney).

Bef ore Seehernman, Quinn and Hohein, Adm nistrative
Trademar k Judges.

Opi ni on by Seeherman, Adm nistrative Trademark Judge:

Pi nnacl e Bancorp. Inc. has appeal ed fromthe final
refusal of the Trademark Exam ning Attorney to register
PI NN BANK 24-HOUR ONLI NE BANKI NG and design, as shown
bel ow, with the words "BANK" and "24- HOUR ONLI NE BANKI NG'

di sclaimed, for "nortgage | ending services and nortgage
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banki ng services offered to corporate and i ndi vi dual

consuners via a gl obal computer information network."?

ONLINE BANKINLG

Regi strati on has been refused pursuant to Section 2(d) of
the Trademark Act, 15 U. S.C. 1052(d), on the ground that
applicant's mark, when used on its identified goods, so
resenbles the mark PINN PRO previously registered for
"financial services, nanely, providing cash managenent

accounts, "?

as to be likely to cause confusion or m stake or
decepti on.
Applicant and the Exami ning Attorney have filed appea

briefs.® An oral hearing was not requested.

1 Application Serial No. 76022950, filed April 11, 2000,
asserting first use and first use in comrerce on January 2, 2000.
2 Registration No. 2309164, issued January 18, 2000.

® Inits appeal brief applicant nmakes reference to |nternet
search results that it allegedly attached to its response to an
O fice action. No such search results appear in the file, and
applicant has confirned to the Board, in a tel ephone
conversation, that such docunents were never submtted.

Wth its appeal brief applicant has submtted a copy of a
definition of "cash managenent account,"” taken fromthe
Dictionary of Banking by Jerry M Rosenberg (1993), and has asked
that we take judicial notice of it. The definition provided in
this dictionary is "a bank-type devel opnent of Merrill Lynch in
partnership with Bank One of Chio, based in Col unbus, where
affluent clients are offered a Visa credit card and checking to
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Qur determ nation of the issue of |ikelihood of
confusion is based on an analysis of all of the probative
facts in evidence that are relevant to the factors set
forth inlnre E |I. du Pont de Nemours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). See also, In re Myjestic
Distilling Conmpany, Inc., 315 F.3d 1311, 65 USP@d 1201
(Fed. Cir. 2003). In any likelihood of confusion analysis,
two key considerations are the simlarities between the
marks and the simlarities between the goods and/or
services. See Federated Foods, Inc. v. Fort Howard Paper

Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976). See also, In

draw agai nst their investnent bal ances. The account was
initially offered in 206 of Merrill Lynch's 382 offices in the
United States." The Exam ning Attorney has objected, contending
t hat because the dictionary was published ten years ago (now

el even), it does not accurately reflect the nmeaning of the term
in the banking industry. |In particular, the Exam ning Attorney
states that "the banking dictionary may provi de one archaic
meani ng of 'cash nmanagenent account' and omt other nore current
nmeani ngs. The neani ng of 'cash managenent account' provi ded by
t he banking dictionary is obviously not pertinent to registrant's
services since the registrant would not be offering the services
of Merrill Lynch, Bank One of Chio and Visa."

The Exami ning Attorney's objection is well taken. Al though "cash
managenent account” may at one tine have referred to a financia
offering by Merrill Lynch, see In re Merrill Lynch, Pierce,

Fenner & Smith Inc., 828 F.2d 1567, 4 USPQd 1141 (Fed. Cr.
1987), in which the Court found that CASH MANAGEMENT ACCOUNT was
not a generic termfor the financial services of "stock brokerage
services, admnistration of noney market fund services, and
provi di ng | oans agai nst securities services," the registration
for this mark for these services has since been cancelled
pursuant to Section 8, and the U S. Patent and Trademark O fice
obvi ously considers the phrase to be a generic termat this
point, as shown by its use as an identification of the

regi strant's services.
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re Dixie Restaurants Inc., 105 F.3d 1405, 41 USP@Qd 1531
(Fed. Cir. 1997).

Wth respect to the services, it is well established
that the goods or services of the parties need not be
simlar or conpetitive, or even that they nove in the sane
channel s of trade, to support a holding of |ikelihood of
confusion. It is sufficient that the respective goods or
services of the parties are related in sonme nanner, and/or
that the conditions and activities surroundi ng the
mar keting of the goods are such that they would or could be
encountered by the sane persons under circunstances that
coul d, because of the simlarity of the marks, give rise to
the m staken belief that they originate fromthe sane
source. See In re International Tel ephone & Tel ephone
Corp., 197 USPQ 910, 911 (TTAB 1978).

In this case, both applicant and the regi strant offer
financi al services. The Exam ning Attorney has nmade of
record certain use-based third-party registrations which
show that both the services identified in applicant's
application and those in the cited registration are the
types of services which have been regi stered by individual

entities under a single mark.* Third-party registrations

* See Registration No. 2558891 for "banking, bill paynent
services, insurance brokerage, business brokerage, cash
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whi ch individually cover a nunber of different itens and
whi ch are based on use in commerce serve to suggest that
the listed goods and/or services are of a type which may
emanate froma single source. See In re Al bert Trostel &
Sons Co., 29 USPQ@d 1783 (TTAB 1993). Moreover, these
regi strations show that conpanies may offer a range of
financial and banking services under a single mark.

Accordi ngly, consuners mght well believe that applicant's
identified nortgage | ending services and nortgage banking

services and the registrant's services of providing cash

managenent, commercial |ending services, electronic funds
transfer, financial exchange, financial guarantee and surety,
financial information provided by el ectronic neans, financing
services, loan financing, security services, nanely, guaranteeing
| oans, investnent nmanagenent, operating marketplaces for sellers
of goods and/or services, nortgage banking, nortgage brokerage,
nortgage | ending, price quotations, check processing, electronic
paynments, nanely, electronic processing and transm ssion of bil
payment data, electronic processing of insurance clains and
paynent data, real estate appraisal, real estate brokerage, rea
est ate managenent, |easing of real property, risk nmanagenent,
security services, nanely, guaranteeing |oans, financial
guarantee and surety services, real estate syndication, guarantee
assurance underwiting"; and Registration No. 2619068 for
"banki ng services, nanely, installnent, comercial and rea

estate | oans; nortgage | oan services; autonatic teller nachi ne
services; debit card services; credit card services; electronic
fund transfers, electronic interactive banking services, nanely,
paynment services, account bal ancing and fund transfer services
via gl obal conputer network; trust services, nanely personal and
corporate investnent and asset managenent services; insurance
services, nanely conmercial and consumer underwiting services in
property and casualty, life insurance, health insurance and
annui ti es; cash managenment services; and brokerage services,
nanel y i nvestnent brokerage, insurance brokerage, and nortgage

br okerage services."
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management accounts enanate fromthe same source if they
were offered under simlar marks.

We also note that applicant's services, as identified,
are offered solely "via a global conputer infornmation
network." However, because the registrant's services are
not restricted, they nmay al so be offered via a gl oba
conputer information network. Moreover, because SO many
busi nesses today offer their goods and/or services through
the Internet, including banking services as shown by the
third-party registrations, and because so many consuners
pur chase goods and services through the Internet, consuners
woul d be likely to come into contact with both applicant's
and the registrant's services, even if one is offered
through the Internet and the other is offered through nore
tradi ti onal neans.

Wth respect to the marks, we find that they both
share the sanme dom nant element, PINN. The word BANK and
t he phrase 24- HOUR ONLI NE BANKI NG i n applicant's mark are
descriptive, as applicant has acknow edged by its
disclainer thereof. Simlarly, the clock design nerely
reinforces the significance of the descriptive phrase 24-
HOUR ONLI NE BANKI NG. The words 24- HOUR ONLI NE BANKI NG and
the clock design are clearly subordinate in size and effect

to the words PI NN BANK. PINN is al so the donm nant el enent
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in the registered mark, since PRO is suggestive of the
prof essional nature of the services. |In articulating
reasons for reaching a conclusion on the issue of the
i keli hood of confusion, there is nothing inproper in
stating that, for rational reasons, nore or |ess weight has
been given to a particular feature of a mark, provided the
ultimte conclusion rests on a consideration of the marks
intheir entireties. 1In re National Data Corp., 753 F. 2d
1056, 224 USPQ 749 (Fed. Cir. 1985). Here, it is the
arbitrary word PINN that consumers will ook to as the
primary source-indicating element, and therefore it is this
el ement, which is identical in both marks, which deserves
the greater weight in our analysis. Although consuners
will note the differences in appearance and pronunci ation
bet ween applicant's mark and the cited mark, they will not
ascribe these differences to differences in the source of
the services. Rather, they will assunme that one mark is a
variant of the other, with each identifying services com ng
froma single source.

Appl i cant points out that financial services such as

t hose rendered by applicant and the registrant are not

> Interestingly, it appears that both applicant's and the
registrant's marks are derived from"Pinnacle"; applicant is

Pi nnacl e Bancorp, Inc. and the registrant is Pinnacle Banc G oup,
I nc.
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i mpul se purchases, a statenent with which we agree.

However, we cannot accept applicant's statenent that
potential custonmers for these services would "affirmatively
determne the identity of the service provider." Brief, p.
7. Applicant is, in effect, saying that consuners wll go
behi nd the trademarks to determ ne the source of the
services. However, we nust consider the trademarks in our
determ nation of |ikelihood of confusion, not whether
consuners will be confused if they ignore the tradenmarks.
Because of the simlarity of the marks, we find that even
careful consuners are likely to be confused; further
relatively sophisticated nenbers of the general public, who
woul d be nore aware of the breadth of banking services, are
likely to assune that applicant's and the registrant's
identified services emanate fromthe sane source when

of fered under these simlar marks.

Deci sion: The refusal of registration is affirmed.



